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REMARKS 

Claims 1-28 are pending. Claims 1-26 are rejected under 35 U.S.C § 103(a). Claims 27- 
28 are allowed. 

Claims 1-3, 5-18, and 20-26 are rejected under 35 U.S.G § 103(a) as being 
unpatentable over Gallagher et ah (U.S. Pub. No. 2004/01922 1 1) in view of Wesby et al. 
(U.S. Pat. No. 6,799,044). 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the 
claim limitations. Applicant respectfully submits that the cited references fail to meet all 
three criteria for the following reasons. 

First, obviousness can only be established by combining or modifying the teachings of 
the prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either explicitly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. "The test for an implicit 
showing is what the combined teachings, knowledge of one of ordinary skill in the art, and 
the nature of the problem to be solved as a whole would have suggested to those of ordinary 
skill in the M." In re Kotzab. 2l7F.3d 1365, 1370, 55USPQ2d 1313, 1317(Fed Cir. 2000). 

Here, there is no suggestion to combine the teaching of Gallagher et al with the 
teaching of Wesby et al, to produce the present invention. Gallagher et al. disclose operation 
of a handset with both licensed and unlicensed wireless systems. Wesby et al. disclose a 
method of allocating channels based on signal to interference estimates. Examiner states that 

H-37218, Page 8 



PAGE 9/13 * RCVD AT 8/31/2006 7:19:05 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-3/18 * ONIS:2738300 * CSID:7197830990 * DURATION (mm-ss):03>54 



08/31/2006 17:18 7197830990 



PAGE 10/13 



Gallagber et aL and Wesby et al» are in "the same field of endeavor/' Applicant understands 
this to mean that both are related to wireless communications. But Examiner fails to offer any 
rationale for a combination of the cited references. As such, applicant respectfully submits 
that the combination is based on improper hindsight in view of the instant specification. 
Thus, claims 1-26 are patentable under 35 U.S.C. § 1.03(a). 

Second, there must be a reasonable expectation of success. Applicant cannot imagine 
and Examiner has not suggested how any combination of Gallagher et al. and Wesby et al. 
might produce improved data rates and improved quality of service as with the claimed 
invention. For example, the instant specification "As shown in FIGURE 2, the invention can 
utilize, for example, non-exclusive, unlicensed portions of the frequency spectrum at 26-29, 
immediately adjacent the cellular transmit and receive areas 21 and 22, and can also utilize 
other portions of the frequency spectrum at 24 and 25. The frequency spectrum portions 24 
and 25 can be portions of the frequency spectrum licensed to users whose utilization of the 
spectrum is highly concentrated within predetermined periods of time, leaving other periods 
of time where the frequency spectrum portions 24 and 25 are idle and therefore available to 
be shared." (page 5, lines 9-15). The present invention performs this frequency allocation 
with a "first fixed-site wireless communication apparatus for receiving from a wireless 
mobile communication apparatus information, including identification of frequency channels 
available for receiving and transmitting information" as required by claims 1-26. Thus, one of 
ordinary skill in the art at the time of the invention would not consider any combination of 
Gallagher et al. and Wesby et al. would produce a corresponding solution. There could be no 
reasonable expectation of success apart from improper hindsight in view of the instant 
specification. 

Finally, the combined references must teach or suggest all the claim limitations. 
Claim 1 recites "A system for supporting wireless communication, comprising: a first fixed- 
site wireless communication apparatus; a second fixed-site wireless communication 
apparatus; and a wired communication channel connected between said first fixed-site 
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wireless communication apparatus and said second fixed-site wireless communication 
apparatus, said first fixed-site wireless communication apparatus for receiving from a 
wireless mobile communication apparatus information, including identification of 
frequency channels available for receiving and transmitting information, for use in 
determining whether a desired wireless communication session involving the wireless 
mobile communication apparatus will be established, said first fixed-site wireless 
communication apparatus further for communicating said information to said to said second 
fixed-site wireless communication apparatus via said wired communication channel," 

Claim 16 recites "A method of supporting wireless communication, comprising: a 
first fixed-site wireless communication apparatus receiving from a wireless mobile 
communication apparatus information* including identification of frequency channels 
available for receiving and transmitting information, for use in determining whether a 
desired wireless communication session involving the wireless mobile communication 
apparatus will be established; and using a wired communication channel to communicate the 
information from the first fixed-site wireless communication apparatus to a second fixed-site 
wireless communication apparatus " (emphasis added). 

Here, Examiner cites Gallagher et ai. for "said fixed-site wireless communication 
apparatus for receiving from a wireless mobile communication apparatus information." 
Examiner further cites Wesby et al. for "wherein said information received by said first fixed 
wireless communication apparatus (base station controller BSC, see flip. 1 and 6, col. l t lines 
23-26) from wireless mobile communication apparatus (MS, see col. 7 5 lines 23-26) includes 
identification of frequency channels available for receiving and transmitting information 
(BSC identifies cell c and each channel with frequency f allocated in the cell, see fig. 4, col. 
7, lines 43-45)." (Office Action 4/1 7/2006, page 3). However, Wesby et al. do not teach or 
suggest that the allocated frequency information is communicated from the wireless mobile 
communication apparatus to the base station. Wesby et al specifically teach "Having 
identified a reported cell c, the BSC can now identify all allocated channels in this cell c 

TT-37218, Page 10 



PAGE 1 1/13 * RCVD AT 8/3112006 7:19:05 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-3/18* DNIS:2738300 * CS1D:7197830990 * DURATION (mm-ss):03-54 



08/31/2086 17:18 



7197830990 



PAGE 12/13 



(FIG. 4)." (col. 7, lines 33-34). The BSC of Wesby et ah, therefore, already knows how 
frequencies are allocated within a cell and merely has to identify the cell. Thus, even an 
improper combination of Gallagher et al. with Wesby et al does not disclose the foregoing 
emphasized limitations of independent claims 1 and 16. For all the foregoing reasons, 
therefore, claims 1-26 are patentable under 35 U-S.C. § 103(a), 

In view of the foregoing, applicant respectfully requests reconsideration and allowance 
of claims 1-26. If the Examiner finds any issue that is unresolved, please call applicant's 
attorney by dialing the telephone number printed below. 



Respectfully submitted, 




Robert N. Rountree 
Attorney for Applicant 
Reg. No. 39,347 



Robert N. Rountree, LLC 
70360 Highway 69 
Cotopaxi,CO 81223 
Phone/Fax: (719) 783-0990 



H-37218, Page 11 



PAGE 12/13 * RCVD AT 8/31/2006 7:19:05 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-3/18 * DNIS:2738300 * CSID:7197830990 * DURATION (mm-$s):03-54 



